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DETAILED ACTION 

Claims 1-41 are pending in this application. 

Drawings 

1. The drawing(s) filed under 37 CFR 1.184 or 1.152 are accepted by the examiner. 

Information Disclosure Statement 

2. The information disclosure statement (IDS) submitted on August 14, 2004; 
September 23, 2004; October 25, 2005; November 21, 2005; November 23, 2005; 
March 27, 2006; June 22, 2006 and June28, 2006 was noted and the submission is in 
compliance with the provisions of 37 CFR 1 .97. Accordingly, the examiner has 
considered the information disclosure statement. 

Restriction Requirement 

3. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-36, drawn to a particle comprising a therapeutic agent, classified 
in class 424, subclass 489. 

II. Claims 37-41 , drawn to particle comprising a contrast agent, classified in 
class 424, subclass 1.37. 

The inventions are independent or distinct, each from the other because: 
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Inventions I and II are unrelated. Inventions are unrelated if it can be shown that 
they are not disclosed as capable of use together and they have different designs, 
modes of operation, and effects (MPEP § 802.01 and § 806.06). In the instant case, the 
different inventions are a particle comprising a therapeutic agent and a particle 
comprising a contrast agent. These two particles have different modes of operation, a 
particle that is used for treating a disease (i.e. containing a therapeutic agent) could not 
be interchanged with a particle used for diagnostic imaging (i.e. containing a contrast 
agent) and vice versa. 

Because these inventions are independent or distinct for the reasons given 
above and there would be a serious burden on the examiner if restriction is not required 
because the inventions have acquired a separate status in the art in view of their 

different classification, restriction for examination purposes as indicated is proper. 

\ 

During a telephone conversation with Sean Daley on September 1 7, 2007 a 
provisional election was made with traverse to prosecute the invention of Group II, 
claims 37-41 . Affirmation of this election must be made by applicant in replying to this 
Office action. Claims 1-36 are withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
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or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .1 7(i). 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 37-41 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Applicant claims that the polymer comprises a first 
polymer, however, the claims do teach a second polymer. It is also not taught by the 
claims what the first polymer is comprised of. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 37, 40 and 41 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Morehouse, Jr. et al (US 3,615,972). 

Morehouse, Jr. et al disclose thermoplastic microspheres (abstract). Column 2, 
lines 1-11 teach that the particle comprises a shell defining an outer spherical surface 
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and also containing an inner spherical surface. Column 38, lines 57-62 teach that the 
particles have a diameter below 50 microns. Column 13, line 65 through column 14, 
line 3 teach that the particles can be incorporated in coatings, by mixing the beads in a 
suitable binder and wherein the binder is dissolved in a solvent. Since the polymers of 
the interior region and surface region of the particles of Morehouse, Jr. et al are 
different, the weight percent of the polymer in the interior would be inherently less than 
the polymer of the surface. 



Conclusion 

6. Claims 37-41 are rejected. 

Telephone Inquiries 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Konata M. George, whose telephone number is 571- 

272- 0613. The examiner can normally be reached from 8:00AM to 6:30PM Monday to 
Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s 
supervisor, Johann R. Richter, can be reached at 571-272-0646. The fax phone 
numbers for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
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published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov . Should 
you have question on access to the Private Pair system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Konata M. George 
Patent Examiner 
Art Unit 1616 

Johafrp R. Richter 

Supervisory Patent Examiner 

Art Unit 1616 





